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 As stated in my earlier article1, the conundrum is simply whether 
trademark/trade dress rights can be obtained that covers the same subject 
matter as that in an expired patent, inasmuch as patent expiration dedicates 
the subject matter to the public. 
 
 This issue has often be framed as a Constitutional issue, i.e., since the 
U.S. Constitution says that exclusive rights to an invention can be granted only 
for “limited times”, how can trademark/trade dress rights be used to extend 
that limited time to a potentially unlimited time after a patent expires? 
 
 Two older US Supreme Court cases, Singer2 and Kellogg3, established 
that the public has a right to copy the subject matter of expired patents. 
 
 Over 100 years ago, Singer sued June Mfg. Co. alleging, inter alia, that 
June had engaged in unfair competition by selling sewing machines “of the 
exact size, shape, ornamentation, and general external appearance” as 
machines sold by Singer.  June argued that the size, shape and appearance of 
Singer’s sewing machines were public property because the features 
incorporated into June’s machines were the subject of nearly 100 patents, all 
of which had expired long before Singer brought suit.  The Supreme Court 
agreed, stating that: 
 

“[I]t is self-evident that on the expiration of a patent the 
monopoly created by it ceases to exist, and the right to make 
the thing formerly covered by the patent becomes public 
property.  It is upon this condition that the patent is granted.  
It follows, as a matter of course, that on the termination of the 
patent there passes to the public the right to make the 
machine in the form in which it was constructed during the 
patent.”4 
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 40 years later, Nabisco sued Kellogg alleging that Kellogg infringed 
Nabisco’s state trademark rights by advertising and selling a pillow-shaped 
wheat biscuit.  Nabisco had obtained utility patents on its famous shredded 
wheat biscuit and machines for making it.  Nabisco also had a design patent 
(U.S. Pat. No. Des. 24,688, issued Sept. 17, 1895)  covering the shape of the 
biscuit.  All of Nabisco’s patents had expired. 
 
 The Supreme Court, affirming Singer, held that Kellogg was free to make 
and sell pillow-shaped wheat biscuits because the pillow-shape form was in the 
public domain.  Justice Brandeis stated: 
 

“The plaintiff has not the exclusive right to sell shredded 
wheat in the form of a pillow-shaped biscuit---the form in 
which the article became known to the public.  That is the 
form in which shredded wheat was made under the basic 
patent.  The patented machines used were designed to produce 
only the pillow-shaped biscuits.  And a design patent was taken 
out to cover the pillow-shaped form.  Hence, upon expiration 
of the patents the form, as well as the name, was dedicated to 
the public.”5 

 
 Later cases both affirmed these holdings, and ignored them.  All 
relevant cases are discussed in my TrafFix Kops article6, wherein I concluded 
that if the issue were ever squarely presented to the U.S. Supreme Court, they 
would and should find that trade dress law cannot be used to ‘extract’ subject 
matter that is in the public domain by virtue of an expired patent.  Although 
most courts have dealt with this issue using the functionality doctrine, the 
latter simply doesn’t work when one is considering an expired design patent. 
 
 There are two recently decided cases that are not only on point, but are 
among the first modern reported cases that have considered, and in one case 
actually applied, the Singer “right to copy” doctrine.  One of them was decided 
last year, Fuji Kogyo Co., Ltd. v. Pacific Bay International, Inc., 461 F.3d 675, 
2006 U.S. App. LEXIS 21545  (6th Cir. 2006).  The other was decided just last 
month, Keystone Mfg. Co., Inc. v. Jaccard Corp., 2007 U.S. Dist. LEXIS 13094  
(W.D.N.Y. 02/27/07). 
 
 In Fuji, the 6th Circuit Court of Appeals affirmed the lower court’s 
cancellation of Fuji’s trademark registration covering one of its designs, and 
dismissing its section 43(a) Lanham Act claims covering another design, on the 
grounds, inter alia, that the alleged trade dress was the subject matter of two 
of Fuji’s expired utility patents and as such, was in the public domain, relying 
on the Singer v. June case. 

                                         
5 Kellogg, 305 U.S. at 119-120. 
6 supra, note 1;  view/download article at http://www.designlawgroup.com/articles.cfm
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 In Keystone, the court granted the alleged infringer Keystone’s motion  
to conduct a Markman claim construction on the trade dress owner Jaccard’s 
expired utility patent claims.  It then determined that the expired utility 
patent claims did not cover Jaccard’s trade dress.  Thus, in accordance with 
the court’s interpretation of the Supreme Court’s TrafFix case7, they concluded 
that the expired utility patent was not evidence of functionality, rebuking the 
alleged infringer Keystone’s assertion to the contrary.   
 
 The court then engaged in a Markman claim construction of Jaccard’s 
expired design patent, and found that although the design patent did in fact 
cover the alleged trade dress at issue, it was not presumptive evidence of non-
functionality, as asserted by the trade dress owner Jaccard.  More pertinent to 
this discussion, the court went on to consider a request by Keystone for an 
interlocutory appeal on the issue of whether Jaccard’s expired patents created 
a “right to copy” the subject matter thereof, independent of any alleged trade 
dress rights.  The court denied the request, using somewhat circuitous 
reasoning, saying it was contrary to the Supreme Court’s holding in TrafFix8.  
Thus, it concluded that an immediate appeal on this issue is unlikely to succeed, 
and therefore facilitating such an interlocutory review will not ultimately 
advance the termination of the litigation.  This case is worth keeping an eye on, 
because this same “right to copy” issue will likely be raised again. 
 
 If Keystone perchance winds up in the Supreme Court, it will squarely 
present the Court with the “right to copy” issue, which the Court dodged in 
TrafFix where it relied instead on the functionality doctrine to invalidate the 
alleged trade dress.  The reason the “right to copy” issue would be squarely 
presented is because in Keystone, there is an expired design patent, rather 
than the expired utility patent as in TrafFix, and the trade dress functionality 
doctrine cannot be used to resolve the issue of whether the subject matter of 
an expired design patent  (which protects only ornamental features of a design)  
can later be claimed as trade dress.  The Court will therefore be forced to 
resolve the “right to copy” issue.    
 
 A sidelight on both of the foregoing cases is that they were pure trade 
dress cases, having no patent infringement count, and thus are not appealable 
to the U.S. Court of Appeals for the Federal Circuit.  Thus, you have the quite 
strange situation  (perhaps of first impression)  of federal courts engaging in 
interpreting the meaning and scope of patent claims under Markman with no 
recourse to the ‘expert’ court that heretofore has been the only appellate 
court to review lower court’s Markman patent claim constructions.     
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