
In its long-awaited decision in the Knorr-Bremse
case,1 the U.S. Court of Appeals for the Federal
Circuit sitting en banc reversed years of its

precedent on the law of willful patent infringement
and held that no adverse inference flows from an
alleged infringer’s failure either to obtain or to 
produce an exculpatory opinion of counsel. 

This article explores Knorr-Bremse’s impact on
decisions whether to (i) obtain an opinion of 
counsel in the first instance, and (ii) rely on such
an opinion in litigation to rebut a willful infringe-
ment charge. Although some have predicted that
elimination of the adverse inference will dramati-
cally change the practice of obtaining opinions of
counsel, in this author’s view, Knorr-Bremse will
have minimal impact in this area. Knorr-Bremse
will, however, permit litigants to make more 
carefully calibrated decisions on whether to rely 
on an opinion—an option that was effectively 
foreclosed under pre-Knorr-Bremse law.

Notably, the Knorr-Bremse court expressly
declined to decide, as urged by some amici,
whether—putting aside that under the newly
announced standard no adverse inference can be
drawn about the nature of any legal advice
received—the trier of fact can or should be 
told whether counsel was consulted by the 
alleged infringer as one element in the mix of the
“totality of the circumstances.” The ultimate 
resolution of this question will to some degree
determine the extent of Knorr-Bremse’s impact on
current practice.

Impact on Whether to Obtain 
an Opinion

Knorr-Bremse leaves unaffected the duty of care
to respect others’ legitimate patent rights. The
Knorr-Bremse court also expressly ruled that a 

substantial infringement defense was not sufficient
by itself to defeat liability for willful infringement.
Thus it will nearly always be prudent to consult
opinion counsel. 

In particular, where an alleged willful infringer’s
potential liability is substantial, it clearly remains
advisable to obtain an opinion. After all, reliance
on an exculpatory opinion will be one factor to be

evaluated as part of the totality of the circum-
stances relevant to the willfulness inquiry, and a
comprehensive, well-reasoned exculpatory opinion
of patent invalidity or noninfringement will, as in
the past, carry substantial weight in showing 
nonwillful behavior. The cost of obtaining an 
opinion is not a factor in this scenario, and there is
no real downside in obtaining one. As the litigation
develops, the accused infringer can decide, based
on all the usual factors, whether to rely on the
opinion, but without the certainty of incurring the
heavy penalty of an adverse inference should it
decide not to rely on it.

If, on the other hand, the potential liability is
relatively insubstantial and the asserted patent is
complex, it may not be cost-effective for an alleged
infringer to invest the money to obtain a compre-
hensive opinion of counsel. Also, it may be that
substantial time has passed between an alleged
infringer’s technical or business personnel learning
of an adverse patent and in-house counsel being
apprised of the situation to focus on the potential
consequences of a willfulness charge. In such a case,
the alleged infringer may decide not to obtain an
opinion of counsel because any opinion may be
deemed “too late” and instead rely on other factors
showing nonwillful behavior, such as a substantial
noninfringement or invalidity litigation defense. 

Even here, however, although delay in obtaining
an opinion after notice of allegedly infringing
activity will undercut the effectiveness of an 
exculpatory opinion, the opinion may nonetheless
serve to show good faith in going forward with the
accused activity during the litigation, particularly 
if the litigation defenses are substantial and 
conform with the opinion. 

In each of these instances, Knorr-Bremse’s elimi-
nation of the adverse inference does not really
affect the calculus of whether to obtain an opinion.  

Impact on Litigation

Knorr-Bremse will affect a litigant’s decision
whether to rely on an opinion of counsel to rebut a
charge of willful infringement. That decision 
normally depends on various factors, including the
timing and content of the opinion, other facts
tending to show the alleged infringer exercised due
care, the nature of the litigation defenses, the
extent of waiver if the accused infringer relies on
the opinion to rebut the willfulness charge, and the
content of other privileged and work product 
materials that may be subject to waiver. As 
discussed below, Knorr-Bremse affects some, but not
all, of these factors.

1. Timing of the opinion. In general, once a
party has notice of another patent’s rights, it has an
affirmative duty of care to obtain competent legal
advice from counsel prior to engaging in any 
putative infringing conduct. Knorr-Bremse does not
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affect the law on this point.
2. Content of the opinion. If the opinion is 

relatively weak, Knorr-Bremse may tip the analysis
in favor of not relying on it because no adverse 
influence will flow from asserting the privilege to
prevent its disclosure.

Also, if the invalidity or noninfringement
defenses developed during litigation differ material-
ly from those in the opinion, an alleged infringer
may choose not to rely on the opinion—even a
strong one. Particularly in a jury case, the patentee
will undoubtedly highlight any disparities, which
will undercut both the opinion’s effectiveness in
rebutting willfulness and, more importantly, the
effectiveness of the litigation defenses on the mer-
its. In these circumstances, the decision whether to
rely on the opinion will depend primarily on
whether the case is tried to the judge or jury, and
secondarily on the degree of disparity between the
opinion and the litigation defenses.2

This may be a close question where the potential
willfulness liability is substantial. It may also 
heavily depend on the anticipated scope of waiver
if the alleged infringer relies on the opinion.

Extent of Waiver, Content

3. Extent of waiver and content of related priv-
ileged and work-product material. The case law,
unfortunately, is decidedly nonuniform in its treat-
ment of a crucial issue—defining the metes and
bounds of the waiver resulting from relying on
counsel’s opinion to rebut a willfulness charge, both
as to the subject matter and the temporal scope of
waiver. As of this writing, the Federal Circuit has
yet to address this issue, and district court decisions
vary widely.3

The courts generally agree that relying on an
opinion waives attorney-client privilege as to all
communications with the client on the same sub-
ject matter as the opinion, at least those that
occurred prior to the lawsuit. However, although
the majority of courts construe the waiver to
include privileged material concerning only the
particular defense (such as noninfringement or
invalidity) as to which the accused infringer is 
relying on counsel’s advice, some courts have found
a broader waiver. Similarly, some courts have
ordered the production of the opinion in its 
entirety, while others have permitted redaction of
portions of the opinion relating to subject matters
not being relied on as a defense to willful infringe-
ment. (One can only speculate on the jury’s 
reaction to a partially marked opinion.) 

The case law is also highly variable on the
extent of work-product waiver. For example, some
courts have found waiver only as to work product
communicated to the client, whereas others extend
the waiver to uncommunicated work product.
Some courts limit the waiver of uncommunicated
work product to “factual” (but not “opinion”) work
product. Some courts have also extended the waiv-

er to trial counsel’s uncommunicated work product
to the extent it contradicts or “casts doubts” on the
opinion of counsel.

The courts are also divided on whether the
waiver should be limited to pre-complaint 
privileged communications and work product.

Before Knorr-Bremse, an accused infringer would
as a practical matter always rely on the opinion,
even if the opinion was relatively “weak” or 
inconsistent with its litigation defenses. Any weak-
nesses or inconsistencies could at least potentially
be satisfactorily explained, whereas the adverse
inference arising from relying on the privilege was
both certain and severe.

After Knorr-Bremse, however, an accused willful
infringer now has the option of deciding not to rely
on an opinion if it anticipates that the potential
damage to its defense on the merits—arising from
opinion-related weaknesses or inconsistencies with
litigation-developed defenses—outweighs the 
benefit of relying on the opinion to help rebut the
willfulness charge. Where the opinion is strong, the
defendant will still want to rely on it to rebut 

willfulness, particularly if there are no glaring
inconsistencies with its litigation defenses. By 
contrast, the opinion may be so weak or the 
inconsistencies so great that relying on the opinion
will plainly make little sense, since doing so will
likely do serious damage to its defense on the 
merits, while doing virtually nothing to show the
defendant acted with “due care.”

Where the facts lie between these two ends of
the spectrum, however, a defendant’s litigation
counsel can perform a more finely tuned analysis to
decide whether to rely on the opinion. That analy-
sis would take into account all the factors discussed
above, focusing on the strength of the opinion, the
degree to which it conforms to litigation defenses
and the content of any privileged or work-product
materials of both opinion and trial counsel that
may have to be disclosed if the privilege is waived.

The degree to which accused infringers will
actually choose, however, not to rely on an opinion
may well depend on how the courts resolve a 
question left unanswered by Knorr-Bremse—
whether, as one factor to be considered in the 
totality of the circumstances analysis, the trier of
fact can or should be told whether the alleged
infringer consulted opinion counsel. 

It would seem that the best way to resolve this
question is to prohibit the patentee from in the first

instance introducing evidence as to whether the
alleged infringer consulted counsel. A contrary
rule, particularly in a jury trial, would allow the
patentee to benefit regardless of whether the
alleged infringer obtained an opinion. 

Specifically, if the patentee can tell the jury the
alleged infringer did not consult counsel prior to
engaging in allegedly infringing activity, the jury
will likely conclude the alleged infringer did not act
with due care. Likewise, if the patentee can tell the
jury the alleged infringer did consult opinion coun-
sel but nonetheless is unwilling to reveal counsel’s
advice, the jury may well conclude that the advice
was negative, despite a Knorr-Bremse jury instruc-
tion that no adverse inference should be drawn
from failure to disclose the advice. On the other
hand, as a matter of fairness, the alleged infringer
should not be permitted to introduce the mere fact
that it consulted counsel as evidence of its due
care—in an attempt favorably to influence the
jury’s view on willfulness—while simultaneously
refusing actually to rely on the opinion (to prevent
waiver of privilege and disclosure of the legal
advice received). If the alleged infringer thereby
“opens the door,” it should be deemed a sufficient
“waiver” of the privilege that the patentee then be
permitted to explore the nature of the advice.

Conclusion

We can expect that it will take some period of
time for any effects of Knorr-Bremse to be felt.
Those effects will likely be limited to decisions
made in the context of ongoing litigation, where
accused infringers may choose not to rely on an
opinion of counsel, but even here the effects will be
muted because of questions left unanswered by the
Federal Circuit. Knorr-Bremse’s elimination of the
adverse inference is, therefore, really only the first
step in reversing the negative effects of the 
long-standing adverse inference rule.
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1. Knorr-Bremse Systeme Fuer Nutzfahrzuege Gmbh v. Dana
Corp., 383 F3d 1337 (Fed. Cir. 2004).

2. Conversely, if the opinion is strong and consonant with
the defenses tried, having it in front of the jury both through
testimony and in written form will provide an additional oppor-
tunity to convince them of the merits of defendant’s case.

3. See e.g., Chisum §20.03[4][b][v] for a thorough discussion
of the scope of waiver. 
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