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The Intellectual Property Owners Association (IPO) submits this brief as an
amicus curiae pursuant to Fed. R. App. 29, Fed. Cir. Rule 29, and the Court’s
Order dated June 11, 2014, authorizing amicus briefs in this case. IPO submits this
brief in support of the ITC having the authority under 19 U.S.C. § 1337 to ban
importation of articles that will result in induced infringement, as long as all the
requirements for inducement are met. IPO takes no position on the underlying
merits of the parties’ appeal, including whether the requirements for induced
infringement are met in this case.
INTEREST OF AMICUS CURIAE
Amicus curiae Intellectual Property Owners Association is a trade association
representing companies and individuals in all industries and fields of technology
that own or are interested in intellectual property rights. 1 IPO’s membership
includes more than 200 companies and more than 12,000 individuals who are
involved in the association either through their companies or as inventor, author,
executive, law firm, or attorney members. Founded in 1972, IPO represents the

1

No counsel for a party authored this brief in whole or in part, and no such counsel
of party made a monetary contribution intended to fund the preparation or
submission of this brief. No person other than the amicus curiae or its counsel
made a monetary contribution to its preparation or submission. IPO files this brief
in accordance with the order issued on June 11, 2014 which states that briefs may
be filed without consent or leave of the court. The parties have consented to the
filing of this brief.

interests of all owners of intellectual property. IPO regularly represents the
interests of its members before Congress and the United States Patent and
Trademark Office and has filed amicus curiae briefs in this Court and other courts
on significant issues of intellectual property law. The members of IPO’s Board of
Directors, which approved the filing of this brief, are listed in the Appendix. 2
SUMMARY OF THE ARGUMENT
The ITC has the authority under 19 U.S.C. § 1337 to ban importation of
articles that will result in induced infringement under 35 U.S.C. § 271(b), even
when direct infringement will take place after importation, as long as all the
requirements for inducement are met. To hold otherwise would create a
tremendous loophole that would allow importers, who may be beyond the
jurisdiction of the district courts, to circumvent the ITC’s authority and purpose,
which is to protect against unfair trade acts, including importation of articles that
will result in patent infringement.
By rigorous application of the specific intent standard required to establish
active inducement of infringement under the Supreme Court’s opinion in GlobalTech Appliances, Inc. v. SEB S.A., 131 S. Ct. 2060 (2011), the ITC’s authority to
ban importation of articles that will result in infringement only after importation is

2

IPO procedures require approval of positions in briefs by a two-thirds majority of
directors present and voting.
2

appropriately limited. The ITC may exclude such articles only upon sufficient
proof that the importer intends to induce infringement in the United States
following importation.
ARGUMENT
I.

Section 1337 Is a Trade Statute, Whose Purpose Is to Protect Against
Unfair Trade Acts
Section § 1337 is a trade statute, whose purpose is to protect against unfair

trade acts, including importation of articles that will result in patent infringement
and harm to a domestic industry. The Congressional purpose of the statute is to
provide “meaningful relief available to patentees by enabling the ITC to issue
exclusion orders to stop infringement at the border.” John Mezzalingua Assoc.,
Inc. v. ITC, 660 F.3d 1322, 1340 (Fed. Cir. 2011). As originally enacted in 1930,
§ 1337 authorized the ITC to investigate unfair acts in the importation of articles,
including those that resulted in infringement of patents. 3 Over time, the ITC has
developed into an important forum for protecting the rights of U.S. patent owners.
At no time was the ITC’s authority limited to only certain acts that constitute
infringement under § 271, as long as those acts related to importation and resulted
in harm to a domestic industry.
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Sections § 271(a) and (c) of the patent statute did not list “import[ing] into the
United States” as an infringing act until 1994. Pub. L. 103-465, § 533(a).
3

If the Court holds that direct infringement must take place at the time of
importation, this will create a tremendous loophole that will allow importers, who
may be beyond the jurisdiction of the district courts, to circumvent the ITC’s
authority. The ITC already does not consider allegations of direct infringement of
method claims under § 271(a). A patented method is only infringed by “use” in
the United States, which is not one of the types of conduct proscribed by § 1337.
Section 1337(a)(1)(B) lists as unfair trade acts “importation,” “sale for
importation,” and “sale within the United States after importation”—not “use.”
Thus, for patents with method claims, a patent owner may allege only indirect
infringement under § 271(b) and (c). If the Court interprets § 1337 to eliminate
induced infringement under § 271(b) from the ITC’s statutory authority, that leaves
only the possibility of enforcing method patents under § 271(c) where the imported
articles are especially made or adapted for use in practicing the method. 4
Contributory infringement under § 271(c) does not apply, however, when the
article has a substantial noninfringing use. In those circumstances, if the ITC
cannot reach induced infringement, an importer may be able to avoid the ITC
entirely. For example, an importer could instruct users to delay final assembly of

4

As discussed below in Section II, infra at 9, if direct infringement must take place
“at the time of importation,” § 271(c) will not be available in the ITC either, as the
direct infringement for contributory infringement will also occur after importation.
4

the parts of an apparatus—and thus direct infringement—until after importation.
Similarly, an importer could instruct users to perform one or more method steps
after importation of an article that is used to practice a patented method. While a
patent owner may be able to sue a foreign entity in the district court for inducing
infringement under § 271(b), there may be issues of personal jurisdiction and
enforcement of the judgment that make the district court ineffective. Without
being able to stop the infringing articles at the border, when they are being used to
induce infringement of a patent in the United States, patent owners may be left
without an effective remedy.
II.

The ITC Has the Authority Under § 1337 to Issue an Exclusion Order in
Appropriate Circumstances When an Importer Has Induced
Infringement Under § 271(b)
1.

Based on the statutory language, its structure, and purpose, § 1337

should be interpreted to give the ITC authority to remedy induced infringement
under § 271(b) in appropriate circumstances. While § 1337(a)(1)(B) refers to
“articles that . . . infringe,” that statute must be read together with § 271
(“Infringement of a Patent”). Section 271 describes patent infringement in terms
of acts of infringement and who is an infringer—not infringing articles. Thus,
“articles that infringe” is something of a misnomer since things don’t infringe—
people do. And one of the ways to infringe a patent is by inducement. § 271(b)

5

(“Whoever actively induces infringement of a patent shall be liable as an
infringer.”).
Although the two sections do not use consistent terminology, they should be
read together, in view of the underlying purpose of § 1337. Induced infringement
often involves import or sale of a product. See Crystal Semiconductor Corp. v.
TriTech Microelectronics Int’l, Inc., 246 F.3d 1336, 1351 (Fed. Cir. 2001) (holding
that foreign supplier’s “acts in connection with selling its chip . . . constitute active
inducement” of infringement); Mentor H/S, Inc. v. Medical Device Alliance, Inc.,
244 F.3d 1365, 1379 (Fed. Cir. 2001) (holding defendant liable for “induced
infringement because it sold the device with the intention that doctors would use it
to perform the patented method”). In that case, articles imported with the intent to
induce others to infringe a patent can be said to be “articles that . . . infringe.” 5
That interpretation is also consistent with the purpose of § 1337. As
discussed above in Section I, supra at 3, the statute is designed to provide relief
from acts of unfair trade, including patent infringement that will result in harm to a
domestic industry, whether that infringement is direct or indirect. Thus, based on

5

As Judge Reyna observed in his dissenting opinion (at 14), there is no practical
distinction between importing an article that meets all the limitations of an
apparatus claim and encouraging another to use that article to practice a patented
method. In both cases, a patented invention is practiced within the United States
without authority as a result of importing of “articles that . . . infringe.”
6

the statutory language, its structure, and purpose, the ITC should have the authority
under § 1337 to ban importation of articles that will result in induced infringement
under § 271(b), even when direct infringement will take place after importation.
2.

Neither the text nor the structure of § 1337(a) supports a narrow reading

that the unfair trade acts within the ITC’s authority cannot extend to induced
infringement under § 271(b) because the direct infringement takes place after
importation. While the original panel opinion held that § 1337 only applies to
articles that infringe “at the time of importation,” those words do not appear in the
statute. Indeed, one of the three actionable unfair acts listed in § 1337(a)(1)(B)
expressly addresses post-importation conduct:
[1] The importation in the United States, [2] the sale for
importation, or [3] the sale within the United States after
importation by the owner, importer or consignee, of articles
that . . . infringe a valid and enforceable United States patent
. . . . (emphasis added).
Articles that infringe “at the time of importation” are covered by the first act listed
in § 1337(a)(1)(B), namely [1] “[t]he importation in the United States” of “articles
that . . . infringe,” which is also an act of infringement under § 271(a). If an article
is already infringing at the time of importation under [1], then [3] “sale within the
United States after importation” is by definition also infringing and adds nothing
that is not already covered. But if “sale . . . after importation” is a separate unfair

7

act that is actionable under § 1337(a), it must also cover sales of articles that are
not infringing at the time of importation; otherwise, it is unnecessary.
In this respect, it is important not to confuse the requirements for induced
infringement under §271(b) with the time that liability attaches for that
infringement. There is no doubt that induced infringement requires an act of direct
infringement. 6 Limelight Networks, Inc. v. Akamai Techs., Inc., 134 S. Ct. 2111,
2117 (2014) (stating that, under Supreme Court’s case law, there is “no doubt that
inducement liability may arise ‘if, but only if, [there is] . . . direct infringement.’”).
But liability for induced infringement can attach when the steps are taken to induce
the infringement, including importing the article, and need not wait for the direct
infringement. See Standard Oil Co. v. Nippon Shokubai Kagaku Kogyo Co., 754
F.2d 345, 348 (Fed. Cir. 1985) (holding that liability for induced infringement
arises “as of the time the acts were committed, not at some future date determined
by the acts of others,” i.e., direct infringement).
While the original majority opinion hypothesized that liability under §271(b)
could still attach when direct infringement occurs pre-importation, Op. at 21 n.4, in
reality that will not happen. Direct infringement can only occur in the United

6

As discussed further below in Section III, infra at 11–12, the additional
requirements of knowledge and specific intent for induced infringement should be
rigorously applied by the ITC.
8

States, as § 271(a) is expressly limited to domestic acts. Merial Ltd. v. Cipla Ltd.,
681 F.3d 1283, 1302 (Fed. Cir. 2012) (stating that “purely extraterritorial conduct
cannot constitute direct infringement of a U.S. patent”). Thus, as a matter of logic,
direct infringement cannot take place pre-importation, which would necessarily be
outside the United States.
The original majority opinion also acknowledged that the ITC has the
authority to remedy another form of indirect infringement—contributory
infringement under § 271(c). Op. at 19. Like induced infringement under §271(b),
however, the direct infringement necessary for contributory infringement must take
place after importation in this country. See Merial, 681 F.3d at 1302 (holding that
“direct infringement claims require domestic infringing acts”). There is nothing in
the text or the structure of § 1337 that distinguishes these two forms of
infringement or suggests they should be treated differently. See Akamai, 134 S. Ct.
at 2117 (addressing requirement of direct infringement for inducement under
§ 271(b) but relying on case law for contributory infringement under § 271(c),
stating “we see no basis to distinguish for these purposes between the two, which
after all spring from common stock.”). Thus, if the ITC’s authority under § 1337
cannot reach induced infringement under § 271(b) because the direct infringement
takes place after importation, then contributory infringement under §271(c) should

9

be excluded as well. As discussed next, there are decades of precedent where the
ITC found violations of § 1337 for both induced and contributory infringement.
3.

Nothing in the history of § 1337 shows any intent to eliminate from the

ITC’s authority to investigate unfair trade acts the act of inducement leading to
infringement under § 271(b) when it involves importation. Since its original
enactment, § 1337 has been interpreted to reach the acts of an importer who
induces post-importation infringement under § 271(b). See, e.g., Young Engineers,
Inc. v. ITC, 721 F.2d 1305 (Fed. Cir. 1983). In 1998, Congress amended the
statute to add the language at issue in this case, which now expressly prohibits the
“importation . . . of articles that . . . infringe” a U.S. patent. The legislative history
explains that the addition of this language was not intended to change the
interpretation of the statute. H.R. Conf. Rep. No. 576, 100th Cong., 2d Sess. 633
(1988) (“In changing the wording with respect to importation or sale, the conferees
do not intend to change the interpretation or implementation of current law as it
applies to the importation or sale of articles that infringe certain U.S. intellectual
property rights.”). In passing the 1988 amendments to § 1337, “Congress did not
intend to weaken the ability of the ITC to prevent unfair acts by including an
additional limitation on its jurisdiction.” Enercon GmbH v. ITC, 151 F.3d 1376,
1382 (Fed. Cir. 1998) (stating that “the 1988 amendments were intended to
strengthen the statute’s effectiveness in eliminating the problems caused by the

10

importation of goods that infringe U.S. intellectual property.”); see S. Rep. 71,
100th Cong., 1st Sess. 128 (1987); H.R. Conf. Rep. No. 576, 100th Cong., 2d Sess.
112.
This history is confirmed by decades of precedent, cited by Judge Reyna in
his dissent (at 5–6), where the ITC found violations of § 1337 by respondents
actively inducing patent infringement. Many of those cases also involved
contributory infringement under § 271(c), where the direct infringement did not
occur until after importation. See, e.g., Young Eng’rs, 721 F.2d 1305 (affirming
violation based on contributory and induced infringement of process patents). For
patent owners, changing the law now to exclude induced infringement from the
ITC’s authority to proscribe unfair trade acts would be contrary to settled
expectations and a long history at the ITC. Without a corresponding change in the
statutory language, such a change in the settled law is not warranted and, as
discussed above in Section I, supra at 4, creates a tremendous loophole that would
allow importers to circumvent the ITC and avoid liability for inducing patent
infringement in this country.
III. In Exercising Its Authority Under § 1337, the ITC Should Rigorously
Apply the Requirements for Induced Infringement
IPO is not advocating that the ITC should have the authority to stop imports
of any article that might be used to infringe a U.S. patent. An import ban in the
ITC based on induced infringement should still require a finding of culpable
11

conduct, focusing on the intent of the inducer in performing the acts that result in
infringement. See DSU Med. Corp. v. JMS Co., 471 F.3d 1293, 1306 (Fed. Cir.
2006) (en banc) (holding that “inducement requires evidence of culpable conduct,
directed to encouraging another’s infringement”). To succeed on a theory of
induced infringement in the ITC, a complainant must still prove that the importer
of the infringing articles induced the acts resulting in infringement. See WarnerLambert Co. v. Apotex Corp., 316 F.3d 1348, 1363 (Fed. Cir. 2003) (stating that
“[t]o succeed [on a theory of induced infringement], a plaintiff must prove that the
defendants’ actions induced infringing acts and that they knew or should have
known their actions would induce actual infringement.”). Thus, the importer must
have knowledge that the induced acts constitute patent infringement. Global-Tech
Appliances, Inc. v. SEB S.A., 131 S. Ct. 2060, 2068 (2011); DSU, 417 F.3d at
1304–06. The specific intent requirement can be met by showing “willful
blindness” by the importer—i.e., that the importer (1) “subjectively believe[s] that
there is a high probability" that a patent exists and that the induced acts result in
infringement of that patent; and (2) “take[s] deliberate actions to avoid learning”
about those facts. See Global-Tech, 131 S. Ct. at 2070.
By rigorously applying the requirements for induced infringement, including
specific intent, the ITC should not be able to overstep its authority by prohibiting
import of any articles that may be used to infringe a patent. The complainant must

12

prove under § 271(b) that the respondent specifically intended the articles to be
used to infringe a U.S. patent. That will serve the intended purpose of § 1337,
which is to protect against unfair trade acts, including importation of articles that
will result in patent infringement, without exceeding the authority the statute give
the ITC.
CONCLUSION
IPO believes that the ITC should have the authority under § 1337 to ban
importation of articles that will result in induced infringement, as long as all the
requirements for inducement are met. IPO takes no position on the outcome of this
particular case, including whether the requirements for induced infringement are
met.
Respectfully submitted,

/s/ J. Michael Jakes
J. Michael Jakes
FINNEGAN, HENDERSON, FARABOW,
GARRETT & DUNNER, LLP
901 New York Avenue, N.W.
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Philip S. Johnson, President
Kevin H. Rhodes, Chair
Amicus Brief Committee
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