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Intellectual Property Owners Association (IPO) submits this brief as an
amicus curiae pursuant to Fed. R. App. 29, Fed. Cir. R. 29, and paragraph 5 of the
Court’s Order dated January 4, 2017, authorizing amicus briefs in this case. IPO
submits this brief in support of judicial review for compliance with the statutory
prerequisites for Inter Partes Review under the Leahy-Smith America Invents Act
(AIA). It takes no position on the underlying merits of the parties’ appeal.
INTEREST OF AMICUS CURIAE
Amicus curiae IPO is an international trade association representing
companies and individuals in all industries and fields of technology that own or are
interested in intellectual property rights. 1 IPO’s membership includes roughly 200
companies and more than 12,000 individuals who are involved in the association
either through their companies or as an inventor, author, executive, law firm, or
attorney members. Founded in 1972, IPO represents the interests of all owners of
intellectual property. IPO regularly represents the interests of its members before
Congress and the U.S. Patent and Trademark Office and has filed amicus curiae
briefs in this Court and other courts on significant issues of intellectual property
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No counsel for a party authored this brief in whole or in part, and no such
counsel of party made a monetary contribution intended to fund the preparation or
submission of this brief. No person other than the amicus curiae or its counsel
made a monetary contribution to its preparation or submission. IPO files this brief
in accordance with the Order issued on January 4, 2017, which states that briefs
may be filed without consent or leave of the court.
1

law. The members of IPO’s Board of Directors, which approved the filing of this
brief, are listed in the Appendix. 2
SUMMARY OF THE ARGUMENT
IPO’s amicus brief addresses the single question posed by the Court’s
January 4, 2017 Order, as follows:
This court should overrule Achates Reference Publ’g, Inc. v. Apple Inc., 803
F.3d 652 (Fed. Cir. 2015) and hold that judicial review is available for a patent
owner to challenge the Patent Office’s determination that the petitioner satisfied
the timeliness requirement of 35 U.S.C. § 315(b) governing the filing of petitions
for inter partes review. The Supreme Court has long held that there is a strong
presumption that agency action is reviewable, and Congress’s decision to include,
in the AIA, a mandatory timeliness requirement in section 315, immediately
following section 314(d)’s “No Appeal” provision, strongly indicates that
Congress meant for there to be reviewable limits upon the Patent Office Director’s
power to institute inter partes review. Accordingly, the strong presumption in
favor of appellate review of the Patent Office’s timeliness decisions is not
overcome by section 314(d).

2

IPO procedures require approval of positions in briefs by a two-thirds
majority of directors present and voting.
2

ARGUMENT
I.

JUDICIAL REVIEW OF INSTITUTION DECISIONS IS
AVAILABLE TO ENSURE THE PATENT OFFICE’S COMPLIANCE
WITH THE STATUTORY LIMITATIONS ON THE DIRECTOR’S
DISCRETION TO INSTITUTE INTER PARTES REVIEW
“Congress rarely intends to prevent courts from enforcing its directives to

federal agencies.” Mach Mining, LLC v. E.E.O.C., 575 U.S. ___, 135 S. Ct. 1645,
1651 (2015). In the AIA, Congress directed, in absolute, non-discretionary terms,
that “[a]n inter partes review may not be instituted” if, inter alia, “the petition
requesting the proceeding” is untimely filed. 35 U.S.C. § 315(b). The “No
Appeal” provision that appears in the preceding section of the AIA, 35 U.S.C.
§ 314(d), provides only that “[t]he determination by the Director whether to
institute an inter partes review under this section shall be final and unreviewable.”
That section applies only to the Director’s exercise of discretion on substantive
issues when determining whether to institute an inter partes review “under this
section” (that is, section 314). Section 314(d) does not, and cannot, foreclose this
Court from ensuring the Patent Office Director’s compliance with Congress’s nondiscretionary limitations for instituting inter partes review, including the timeliness
provision of section 315(b).

3

A.

The Supreme Court’s Settled Precedent Establishes a Strong
Presumption That Agency Action Is Reviewable Under the
Administrative Procedure Act

The Supreme Court has long recognized that the Administrative Procedure
Act (APA) “embodies the basic presumption of judicial review to one suffering
legal wrong because of agency action, or adversely affected or aggrieved by
agency action within the meaning of a relevant statute.” Abbott Labs. v. Garner,
387 U.S. 136, 140 (1967). In light of such well-settled precedent, it would be
strange for Congress to pass mandatory limitations upon agency authority with one
hand, yet deprive the courts of the power to police those mandatory limitations
with the other. In recognition of that understanding, the Supreme Court “applies a
strong presumption favoring judicial review of agency action.” Mach Mining, 135
S. Ct. at 1651. Thus, courts must “begin with the strong presumption that
Congress intends judicial review of administrative action” because it “has never
been the policy of Congress to prevent the administration of its own statutes from
being judicially confined to the scope of authority granted or to the objectives
specified.” Bowen v. Mich. Acad. of Family Physicians, 476 U.S. 667, 670-71
(1986)); see Abbott Labs., 387 U.S. at 140 (collecting cases and concluding that “a
survey of our cases shows that judicial review of a final agency action by an
aggrieved person will not be cut off unless there is a persuasive reason to believe
that such was the purpose of Congress”).

4

The fundamental reason for the presumption of judicial review is grounded
in the constitutional separation of powers: Congress legislates, the Executive
administers, and the Judiciary polices the proper line between the two, to ensure
that the executive does not overstep into an improper, legislative role. Because
judicial review is strongly presumed, “the agency bears a ‘heavy burden’ in
attempting to show that Congress ‘prohibit[ed] all judicial review’ of the agency’s
compliance with a legislative mandate.” Mach Mining, 135 S. Ct. at 1651 (quoting
Dunlop v. Bachowski, 421 U.S. 560, 567 (1975)).
Indeed, in Cuozzo Speed Techs., LLC v. Lee, 136 S. Ct. 2131 (2016), the
Supreme Court declined to allow a respondent’s challenge to the Director’s
decision to initiate inter partes review, where the challenge was premised on “an
ordinary dispute about the application of certain relevant patent statutes concerning
the Patent Office’s decision to institute inter partes review,” id. at 2139—in that
case, whether the petition adequately identified the claims challenged “with
particularity.” 35 U.S.C. § 312(a)(3). The Court nonetheless took pains to
emphasize that its reading of section 314(d) would not preclude judicial review in
cases where, inter alia, the Patent Office acts outside its statutory limits: “[W]e do
not categorically preclude review of a final decision where a petition fails to give
‘sufficient notice’ such that there is a due process problem with the entire
proceeding, nor does our interpretation enable the agency to act outside its
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statutory limits by, for example, cancelling a patent claim for ‘indefiniteness under
§ 112’ in inter partes review.” Cuozzo, 136 S. Ct. at 2141-42 (emphasis added)
(quoting dissent).
This same principle is reflected in this Court’s opinions. In Reilly v. OPM,
571 F.3d 1372 (Fed. Cir. 2009), this Court looked to the Supreme Court’s decision
in Lindahl v. OPM, 470 U.S. 768 (1985), and recognized that it had cited this
Court’s predecessor, the Court of Claims, approvingly in establishing the
proposition that “this court had jurisdiction to review whether there has been ‘a
substantial departure from important procedural rights, a misconstruction of the
governing legislation, or some like error going to the heart of the administrative
determination.” Reilly, 571 F.3d at 1377 (quoting Lindahl, 470 U.S. at 780-81, in
turn quoting Scroggins v. United States, 184 Ct. Cl. 530, 397 F.2d 295, 297
(1968)). More recently, in Versata Dev. Grp., Inc. v. SAP Am., Inc., 793 F.3d 1306
(Fed. Cir. 2015), this Court aptly summarized the strong presumption in favor of
judicial review: “It would not only run counter to the language of § 324(e) [the
analogous “No Appeal” provision for post-grant review] to read it as barring
review of whether the PTAB exceeded statutory limits on its authority to
invalidate. It would also run counter to our long tradition of judicial review of
government actions that alter the legal rights of an affected person, a hallmark of
the distinction between (generally reviewable) final agency action and (generally
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unreviewable) agency action that merely initiates a process to consider such an
alteration.” Id. at 1319-20.
The rule that judicial review is usually available to police the agency’s ultra
vires actions is likewise embedded in the APA, 5 U.S.C. § 706(2)(A)-(D), which
expresses “a policy favoring judicial review,” Abbott Labs., 387 U.S. at 146; see
also Citizens to Preserve Overton Park, Inc. v. Volpe, 401 U.S. 402, 410 (1971);
Rusk v. Cort, 369 U.S. 367, 379-80 (1962).
Finally, the “strong presumption” in favor of judicial review should be at its
zenith in cases involving the PTAB’s congressionally granted powers—the PTAB
under the AIA has been granted significant powers to take away patent owners’
previously granted intellectual-property rights, and so it is critically important that
basic due process norms—such as judicial review—be protected. “Patents have
long been considered a species of property. As such, they are surely included
within the ‘property’ of which no person may be deprived . . . without due process
of law.” Fla. Prepaid Postsecondary Educ. Expense Bd. v. Coll. Sav. Bank, 527
U.S. 627, 642 (1999). Allowing the Patent Office to contravene its statutory
authority under section 315(b) by improperly instituting inter partes review that
may render claims unpatentable and thereby deprive a patentee of his property, is
precisely the type of “due process problem” that Cuozzo recognizes as requiring
judicial review.
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B.

Section 314(d) Does Not Overcome the Presumption of Judicial
Review
1.

Section 314 Speaks Only to the Director’s Discretionary
Determination of Whether to Institute an Inter Partes
Review, Whereas Section 315(b) Imposes a Compulsory
Limit on the Director’s Statutory Authority

“As in any case of statutory construction, [the court’s] analysis begins with
the language of the statute.” Hughes Aircraft Co. v. Jacobson, 525 U.S. 432, 438
(1999). Here, a straightforward reading of sections 314 and 315 establishes that:
(1) section 314 confers discretion to the Patent Office concerning substantive
issues relating to its expertise and expressly forecloses judicial review of the
agency’s exercise of such discretion; and (2) section 315 enacts compulsory limits
on the Patent Office’s statutory authority and does not place any restriction on
judicial review of the agency’s compliance with those limits.
Section 314, entitled “Institution of inter partes review,” provides that the
Patent Office may institute proceedings if “the Director determines that the
information presented in the petition … shows that there is a reasonable likelihood
that the petitioner would prevail with respect to at least 1 of the claims challenged
in the petition.” 35 U.S.C. § 314(a) (emphasis added). By its own terms, section
314(a) speaks to the Patent Office’s exercise of substantive discretion in deciding
whether to institute an inter partes review. Subsection (d) of section 314, entitled
“No Appeal,” provides that “[t]he determination by the Director whether to
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institute an inter partes review under this section shall be final and
nonappealable.” 35 U.S.C. § 314(d) (emphasis added). Thus, the type of
discretion conferred in section 314 and barred from judicial review is “the kind of
initial determination [that] … is akin to decisions which, in other contexts, [the
Supreme Court] ha[s] held to be unreviewable.” Cuozzo, 136 S. Ct. at 2140.
Section 315, entitled “Relation to other proceedings or actions,” contains the
time bar that is at issue in this case. It provides, inter alia, that an “inter partes
review may not be instituted if the petition requesting the proceeding is filed more
than 1 year after the date on which the petitioner, real party in interest, or privy of
the petitioner is served with a complaint alleging infringement of the patent.” 35
U.S.C. § 315(b) (emphasis added). Unlike section 314, which addresses the Patent
Office’s exercise of discretion, section 315(b) does not refer to or confer any
discretion to the Patent Office. Instead, section 315(b) sets forth an express and
compulsory limitation on the Patent Office’s statutory authority—phrased in the
mandatory “may not” form—by restricting its jurisdiction in specified
circumstances.
In contrast to section 314, section 315 is devoid of any language precluding
this Court from reviewing whether the Patent Office has overstepped its
jurisdiction by disregarding the one-year bar under subsection 315(b). In such
situations, “[t]he mere failure to provide specially by statute for judicial review is
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certainly no evidence of intent to withhold review.” Abbott Labs., 387 U.S. at 140
n.2. Rather, Congress’s silence with respect to judicial review in section 315
highlights the applicability of, and need for, such review. Had Congress intended
to preclude judicial review of the Patent Office’s decisions under section 315(b), it
would have done so explicitly by invoking the same language it used in section
314(d), which applies only to institution determinations made “under this section,”
that is, section 314. Congress’s decision to not do so is compelling evidence that
the Patent Office’s determinations under section 315(b) are subject to judicial
review. See, e.g., Califano v. Sanders, 430 U.S. 99, 104 (1977) (noting “Congress’
intention and understanding that judicial review should be widely available to
challenge the actions of federal administrative officials”).
The absence of any language restraining judicial review under section 315 is
not surprising, given that “[i]t has never been the policy of Congress to prevent the
administration of its own statutes from being judicially confined to the scope of
authority granted,” because doing so would give administrative agencies “blank
checks” to unilaterally expand their authority. Bowen, 476 U.S. at 671 (quoting S.
Rep. No. 79-752, at 26 (1945)). The Supreme Court’s reasoning in Mach Mining
is instructive and on point:
Absent review, the [Patent Office’s] compliance with the law would
rest in the [Patent Office’s] hands alone. We need not doubt the
[Patent Office’s] trustworthiness, or its fidelity to law, to shy away
from that result. We need only know—and know that Congress
10

knows—that legal lapses and violations occur, and especially so when
they have no consequence.
135 S. Ct. at 1652-53 (alterations supplied in brackets).
Further, “whether and to what extent a particular statute precludes judicial
review is determined not only from its express language, but also from the
structure of the statutory scheme, its objectives, its legislative history, and the
nature of administrative action involved.” Block v. Cmty. Nutrition Inst., 467 U.S.
340, 345 (1984). Here, the availability of judicial review under section 315(b) is
underscored by other parts of the AIA. In particular, section 319, entitled
“Appeal,” states that a party “dissatisfied with the final written decision of the
[PTAB] … may appeal the decision pursuant to sections 141 and 144.” 35 U.S.C.
§ 319. Nothing in section 319 limits the issues that a party may appeal to this
Court from a final decision. In fact, Cuozzo refused to “categorically preclude
review of a final decision where … the agency … act[s] outside its statutory
limits.” Id. at 2141-42 (emphasis added). If the Patent Office cancels claims in an
inter partes review proceeding that is time-barred, that is at least as “outside [the
Patent Office’s] statutory limits” as “cancelling a patent claim for” indefiniteness
would be. Id.
Finally, “[a]ny lingering doubt about the proper interpretation” of section
315(b) is “dispelled by a familiar principle of statutory construction: the
presumption favoring judicial review of administrative action.” Kucana v. Holder,
11

558 U.S. 233, 251 (2010). When a statute is “reasonably susceptible to divergent
interpretation, we adopt the reading that accords with traditional understandings
and basic principles: that executive determinations generally are subject to judicial
review.” Gutierrez de Martinez v. Lamagno, 515 U.S. 417, 434 (1995). Applying
this principle, even when statutory language “plausibly can be read as imposing an
absolute bar to judicial review,” is not enough to overcome the “usual presumption
favoring judicial review of administrative action” if another natural reading of the
language permits review. Lindahl v. OPM, 470 U.S. 768, 779 (1985); see Stephen
G. Breyer et al., Administrative Law and Regulatory Policy 777 (6th ed. 2006)
(“[C]ourts start with a ‘presumption of reviewability,’ which means that they will
interpret the asserted preclusive effect of such statutes narrowly…. Also, courts
frequently interpret language that, on its face, seems explicitly to preclude review
not to do so.”).
2.

Achates Should Be Overruled

The Court’s January 4, 2017 order granting en banc review asks whether
Achates should be overruled. It should.
First, it is plain on the face of the Achates opinion that the respondent
(Achates) never made the argument that judicial review should be allowed in order
to correct the Board’s violation of a clear statutory mandate (the time-bar mandate
of § 315(b)). See 803 F.3d at 659 (“Achates did not raise this argument.”).
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Second, the Achates decision predated the Supreme Court’s Cuozzo decision
by almost nine months and, as a result, was unable to take into account its
holdings—including its emphatic statement that § 314(d) does not “enable the
agency to act outside its statutory limits,” 136 S. Ct. at 2141, as well as its
underscoring of the fact that the APA “enables reviewing courts to ‘set aside
agency action’ that is . . . ‘in excess of statutory jurisdiction.’” Id. at 2142.
Third and finally, and relatedly, Achates did not apply the “strong
presumption” favoring judicial review. That decision was reached under a rather
different view—set forth in a non-binding Fourth Circuit decision—that judicial
review of agency action for compliance with a clear statutory mandate in the face
of a statutory bar was an “implicit and narrow exception.” 803 F.3d at 658
(quoting Hanauer v. Reich, 82 F.3d 1304, 1307 (4th Cir. 1996)). That statement is
at least in tension with, if not outright contradicted by, the Supreme Court’s
repeated holdings that judicial review is strongly presumed (see supra Section
I(A), above), and that such presumption can only be overcome if the agency—not,
as in Achates, the challenger—meets the “heavy burden” of “show[ing] that
Congress ‘prohibit[ed] all judicial review’ of the agency’s compliance with a
legislative mandate.” Mach Mining, 135 S. Ct. at 1651 (quoting Dunlop v.
Bachowski, 421 U.S. 560, 567 (1975)).
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In short, Achates is irreconcilable with Supreme Court precedent and should
be overruled by the Court, en banc.
II.

JUDICIAL REVIEW OF INSTITUTION DECISIONS FOR
COMPLIANCE WITH THE STATUTE HONORS THE
LEGISLATIVE STRUCTURE OF THE AIA, AND THE
SEPARATION OF POWERS BETWEEN CONGRESS AND THE
EXECUTIVE
As noted above, judicial review of agency action is so strongly presumed

because it is essential to maintaining the constitutional separation of powers. In
the AIA, Congress granted the Patent Office certain, circumscribed powers to issue
regulations governing the conduct of inter partes review proceedings. See 35
U.S.C. § 316(a)(1)-(13). But nowhere in the Act did Congress grant the Patent
Office the authority to suspend or ignore statutory mandate, such as the time-bar
mandate (“may not be instituted”) of § 315(b).
Without the availability of appellate review, however, the agency could
ignore—and in fact has ignored—certain mandates set forth in the Act. Absent
review, such ultra vires actions, in clear violation of statutory command,
improperly allow the executive agency to exert its muscle far beyond the
boundaries marked out for it by Congress. Congress cannot effectively police this
line; only the courts can. And that is why “very rarely do statutes withhold judicial
review. It . . . could not be otherwise, for in such a case statutes would in effect be
blank checks drawn to the credit of some administrative officer or board.” Bowen,
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476 U.S. at 671 (quoting S. Rep. No. 79-752, at 26 (1945) (legislative history of
the APA)).
Thus, this Court’s role in this case—and others like it—is to ensure that the
executive agency, here the Patent Office, does not usurp the legislature’s role by,
for instance, instituting a late-filed request for inter partes review that Congress
said—in absolute terms, without exception—“may not” be initiated. See, e.g.,
Gutierrez de Martinez, 515 U.S. at 424 (“[J]udicial review of executive action will
not be cut off unless there is persuasive reason to believe that such was the purpose
of Congress.”). There is no reason to believe that, in the very same Act, Congress
meant to use § 314(d) to eliminate judicial power to ensure that the agency does
not take actions that Congress forbade in absolute, “may not” terms appearing in
the very next section of the Act.
Agency action “is subject to judicial review except where there is a statutory
prohibition on review or where agency action is committed to agency discretion by
law.” Citizens to Preserve Overton Park, 401 U.S. at 410. The Supreme Court in
Cuozzo confirmed that the § 314(d) “No Appeal” bar is not an absolute prohibition
on review, see 136 S. Ct. at 2142, and there is no basis for concluding that a time
bar that is written in absolute, mandatory terms somehow commits that
determination to unreviewable agency discretion. As Citizens to Preserve Overton
Park made clear in stating its concerns about due process, “[i]n this case, there is
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no indication that Congress sought to prohibit judicial review and there is most
certainly ‘no showing of “clear and convincing evidence” of a . . . legislative
intent’ to restrict access to judicial review.” 401 U.S. at 410 (citing Abbott Labs.,
387 U.S. at 141 and Brownell v. We Shung, 352 U.S. 180, 185 (1956)).
CONCLUSION
For these reasons, the en banc Court should hold that judicial review is
available for a patent owner to challenge the Patent Office’s determination that the
petitioner satisfied the timeliness requirement of 35 U.S.C. § 315(b) governing the
filing of petitions for inter partes review.
Dated: February 22, 2017
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